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DETAILED ACTION 

1 . Claims 1,4,6-11,14,1 6-22 are pending. 

Drawings 

2. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Said drawing illustrates AC power 
directly connected to Express Card, module 120, which is not so described in 
specification. In addition, the drawing in Figure 3 does not show how the power 
enablement of the second port, 100 via the newcard. Thus power enablement on 
second sub system must be shown or the feature(s) canceled from the claim(s). No 
new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
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the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Specification 

3. The disclosure is objected to because of the following informalities: Paragraph 
0034 of specification alleges an embodiment where the second sub system 120 derives 
power from the main chassis via the powerline 293 of the Newcard device 100. No 
example of said embodiment could be found. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1,11, and 21 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. Claims 1,11, and 21 comprises of a limitation as follows that has no 
enablement in specification. 

In particular, the application claims 

" power means including a power adapter connected to provide power to the 
second subsystem including the user console, whereby the power adapter is operable 
to receive an AC power input to be converted to various voltages as required by the 
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user console, and the second subsystem deriving power from the computer via a 
powerline of the Newcard device". 

Figure 3 illustrates a power means 290 directly coupled to Express card, module 
120. Said embodiment is not possible or described in specification. 

In addition, there is no enablement of how the second subsystem, 100 derives 
power from the computer is evident in the specification. 

5. In an effort to advance prosecution, the Examiner has interpreted the claims as 
enabled. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1, 4,6-11,14,16-22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sleeman (US20040260843) in view of Saunders (Newcard 
Exposed), and in further view of Fischer et al (US6936936) hereinafter Fisher. 

8. As to claim 1 , Sleeman discloses a Newcard device to electrically couple a first 
and second subsystem of a computer, the computer being partitioned into the first and 
second subsystems based on at least one predefined criteria, the Newcard device 
comprising: 
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a first port electrically coupled to the first subsystem by a first connector (Figure 2 
illustrates a first port 68 comprising a first connector, page 4, paragraph 0033); 
a second port electrically coupled to the second subsystem by a second connector, 
wherein the second port includes at least one high speed serial communications bus 
(Figure 2 illustrates a second port 26 comprising bus to electrically couple said port to 
the host bus port, page 3, paragraph 0028); and 

a communication component electrically coupled to the first and second ports, wherein 
the communication component is operable to control signals transferred between the 
first and second connectors (Figure 2 illustrates a communication component, OFC 
that couples and controls said ports, page 3, paragraph 0028); 
a user console (Figure 2 illustrates a system comprising a computer 4, comprising a 
monitor that serves as a console for said system, that monitors the power of said 
computer system via Newcard 23, comprising the card information structure (CIS), 
paragraph 0004); 

Sleeman does not explicitly teach the second subsystem having a power control 
providing a status signal to the first subsystem via the Newcard device. 

However, Saunders discloses the second subsystem having a power control 
providing a status signal to the first subsystem via the Newcard device (System 
diagram on sheet 16 of Saunders illustrates a Power switch (slot A) that provides a 
status signal PEST# to the first slot. It would have been obvious to one of ordinary skill 
in the art at the time of the invention to use the NEWCARD of Saunders in the system 
of Sleeman to support both PCIE and USB bus protocols, sheets 16 and 17. The 
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modification would have been obvious because one of ordinary skill in the art would 
want to use a computer system that conforms to the Newcard standard with both bus 
standards of PCIE and USB, sheets 16, and 17. 

Sleeman as modified by Saunders does not explicitly disclose a power adapter 
connected to provide power to the second subsystem including the user console, 
whereby the power adapter is operable to receive an AC power input to be converted 
to various voltages as required by the user console, and the second subsystem 
deriving power from the computer via a powerline. 

However, Fischer teaches a power adapter connected to provide power to the 
second subsystem including the user console, whereby the power adapter is operable 
to receive an AC power input to be converted to various voltages as required by the 
user console, and the second subsystem deriving power from the computer via a 
powerline. Fischer teaches in Figure 2 of a first subsystem 100 comprising power 
converter 104 and power connector 102 used to power a second sub system 58. Said 
power system 58, is with a device 10 comprising of a battery 60, and computer system 
10. Said computer system is powered by battery 60 and power adapter 100 via 
powerline, power distribution system, COL. 8, lines 1 - 58. AC power is supplied to 
adapter 100 via socket 1 14N. Power converter 104 has the capability of deriving and 
providing a plurality of power to the computer system, COL. 7, lines 17-33. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use the power system of Fischer to energize the system of Sleeman 
modified by Saunders as the multi-purpose nature of the computer requires the support 
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of different I/O systems within the given device, COL. 1 , lines 48-63. One of ordinary 
skill in the art would be motivated to use the power system of Fischer to power the 
system of Sleeman modified by Saunders as the multi-purpose nature of the computer 
requires the support of different I/O systems within the given device, COL. 1 , lines 48- 
63. 

9. As to claims 4 and 14, Fischer discloses the device and method, wherein the 
first connector includes 28 pins (Figure 2 illustrates a plurality of interfaces that would 
comprise said pin count. In addition, said invention supports a plurality of embodiment 
such as IEEE 1 394, COL. 1 1 , lines 30 - 45). 

10. As to claims 6 and 16, SAUNDERS discloses the device and method, wherein 
the first and second subsystems are coupled by two Newcard devices connected in 
parallel, wherein the two Newcard devices are substantially identical (in its starting 
concepts of a system, sheet 9 illustrates how two Newcards would occupy slots A and B 
of said system). 

11. As to claims 7 and 17, Sleeman discloses the device and method, wherein the 
second subsystem is defined to include components operable to interact with a user 
(Figure 2 illustrates the connection of a PC and a modem, page 4, paragraph 0033). 
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12. As to claims 8 and 18, SAUNDERS discloses the device and method, wherein a 
first predefined criteria is heat generation and a second predefined criteria is noise 
generation (on its power management page, sheet 19, the need to manage power 
dissipation within the card is emphasized, as there are thermal constraints due to size of 
the NEWCARD. The Newcard thermal limit of 4W is illustrated. To ensure that this limit 
is properly realized, it is well known in the art of thermal and noise management that an 
advanced power management scheme would afford. 

1 3. As to claim 1 1 , Sleeman discloses a method for partitioning a computer into 
subsystems, the method comprising: preparing a first subsystem, wherein the first 
subsystem is defined to include certain selectable components of the computer having 
at least one common property (First subsystem comprises all I/O components 
connected to I/O port 38 of figure 2, page 3, paragraph 0028); 

preparing a second subsystem, wherein the second subsystem is defined to include 
remaining components of the computer (second subsystem comprises components on 
host side of the computer as illustrated in Figure 2, page 3, paragraph 0028); and 

a first port electrically coupled to the first subsystem by a first connector (Figure 2 
illustrates a first port 68 comprising a first connector, page 4, paragraph 0033); 
a second port electrically coupled to the second subsystem by a second connector, 
wherein the second port includes at least one high speed serial communications bus 
(Figure 2 illustrates a second port 26 comprising bus to electrically couple said port to 
the host bus port, page 3, paragraph 0028); and 
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a communication component electrically coupled to the first and second ports, wherein 
the communication component is operable to control signals transferred between the 
first and second connectors (Figure 2 illustrates a communication component, OFC 
that couples and controls said ports, page 3, paragraph 0028); 
a user console (Figure 2 illustrates a system comprising a computer 4, comprising a 
monitor that serves as a console for said system, that monitors the power of said 
computer system via Newcard 23, comprising the card information structure (CIS), 
paragraph 0004); 

Sleeman does not explicitly teach the second subsystem having a power control 
providing a status signal to the first subsystem via the Newcard device. 

However, Saunders discloses the second subsystem having a power control 
providing a status signal to the first subsystem via the Newcard device (System 
diagram on sheet 16 of Saunders illustrates a Power switch (slot A) that provides a 
status signal PEST# to the first slot. It would have been obvious to one of ordinary skill 
in the art at the time of the invention to use the NEWCARD of Saunders in the system 
of Sleeman to support both PCIE and USB bus protocols, sheets 16 and 17. The 
modification would have been obvious because one of ordinary skill in the art would 
want to use a computer system that conforms to the Newcard standard with both bus 
standards of PCIE and USB, sheets 16, and 17. 

Sleeman as modified by Saunders does not explicitly disclose a power adapter 
connected to provide power to the second subsystem including the user console, 
whereby the power adapter is operable to receive an AC power input to be converted 
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to various voltages as required by the user console, and the second subsystem 
deriving power from the computer via a powerline. 

Fischer teaches a power adapter connected to provide power to the second 
subsystem including the user console, whereby the power adapter is operable to 
receive an AC power input to be converted to various voltages as required by the user 
console, and the second subsystem deriving power from the computer via a powerline. 

Fischer teaches in Figure 2 of a first subsystem 100 comprising power converter 
104 and power connector 102 used to power a second sub system 58. Said power 
system 58, is with a device 10 comprising of a battery 60, and computer system 10. 
Said computer system is powered by battery 60 and power adapter 100 via powerline, 
power distribution system, COL. 8, lines 1 - 58. AC power is supplied to adapter 100 
via socket 1 14N. Power converter 104 has the capability of providing a plurality of 
power to the computer system, COL. 7, lines 17-33. 

14. As to claim 21 , Sleeman discloses an information handling system comprising: 
a first subsystem including a processor, and a memory coupled to the processor a 
second subsystem including at least one expansion card; (a first subsystem called the 
host processor. It would have been inherent for said host processor to comprise a 
processor and a memory, as this is the definition of a host chip set); and 
a Newcard device electrically coupled to the first and second subsystems, wherein the 
Newcard device includes: a first port electrically coupled to the first subsystem by a first 
connector (Figure 2, NEWCARD,23, page 1, paragraph 0003); 
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a second port electrically coupled to the second subsystem by a second connector, 
wherein the second port includes at least one high speed serial communications bus 
(Figure 2 illustrates a second port 26 comprising bus to electrically couple said port to 
the host bus port, page 3, paragraph 0028); and 

a communication component electrically coupled to the first and second ports, wherein 
the communication component is operable to control signals transferred between the 
first and second connectors (Figure 2 illustrates a communication component, OFC 
that couples and controls said ports, page 3, paragraph 0028); 
a user console (Figure 2 illustrates a system comprising a computer 4, comprising a 
monitor that serves as a console for said system, that monitors the power of said 
computer system via Newcard 23, comprising the card information structure (CIS), 
paragraph 0004); 

Sleeman does not explicitly teach the second subsystem having a power control 
providing a status signal to the first subsystem via the Newcard device. 

However, Saunders discloses the second subsystem having a power control 
providing a status signal to the first subsystem via the Newcard device (System 
diagram on sheet 16 of Saunders illustrates a Power switch (slot A) that provides a 
status signal PEST# to the first slot. It would have been obvious to one of ordinary skill 
in the art at the time of the invention to use the NEWCARD of Saunders in the system 
of Sleeman to support both PCIE and USB bus protocols, sheets 16 and 17. The 
modification would have been obvious because one of ordinary skill in the art would 
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want to use a computer system that conforms to the Newcard standard with both bus 
standards of PCIE and USB, sheets 16, and 17. 

Sleeman as modified by Saunders does not explicitly disclose a power adapter 
connected to provide power to the second subsystem including the user console, 
whereby the power adapter is operable to receive an AC power input to be converted 
to various voltages as required by the user console, and the second subsystem 
deriving power from the computer via a powerline. 

Fischer teaches a power adapter connected to provide power to the second 
subsystem including the user console, whereby the power adapter is operable to 
receive an AC power input to be converted to various voltages as required by the user 
console, and the second subsystem deriving power from the computer via a powerline. 

Fischer teaches in Figure 2 of a first subsystem 100 comprising power converter 
104 and power connector 102 used to power a second sub system 58. Said power 
system 58, is with a device 10 comprising of a battery 60, and computer system 10. 
Said computer system is powered by battery 60 and power adapter 100 via powerline, 
power distribution system, COL. 8, lines 1 - 58. AC power is supplied to adapter 100 
via socket 1 14N. Power converter 104 has the capability of providing a plurality of 
power to the computer system, COL. 7, lines 17-33. 

1 5. As to claim 22, SAUNDERS discloses the system, wherein the at least one 
expansion card is operable to receive data from the processor via the at least one high- 
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speed serial communications bus (system diagram on sheet 15 illustrates a high speed 
communication bus SMBus). 

16. Claims 9- 10, 1 9-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sleeman as applied to claim Saunders above, and further in view of Cheng et al 
(US6935130) hereinafter Cheng. 

1 7. As to claims 9 and 1 9, Sleeman as modified by Saunders does not disclose the 
device and method, wherein the first subsystem is placed at a sufficient distance away 
from a user to substantially reduce effects of the heat generation and the noise 
generation. 

However, Cheng teaches the device and method, wherein the first subsystem is placed 
at a sufficient distance away from a user to substantially reduce effects of the heat 
generation and the noise generation. Cheng teaches of placing a CPU fan strategically, 
which would include noise and heat consideration, near the vent holes to monitor the 
temperature of the CPU to drive the CPU and auxiliary fans in cooling the computer 
system, COL. 3, lines 1 2 - 42. It would have been obvious to one of ordinary skill in the 
art at the time of the invention to use the cooling system of Cheng to manage the heat 
dissipation of Sleeman/Saunders as power dissipation of the cooling system can be 
finely controlled, COL. 2, lines 35 - 47. One of ordinary skill in the art would have been 
motivated to se the cooling system of Cheng to manage the heat dissipation of 
Sleeman/Saunders as power dissipation of the cooling system can be finely controlled, 
COL. 2, lines 35-47. 
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18. As to claims 1 0 and 20, Cheng discloses the device and method, wherein the 
first subsystem includes a processor and a fan assembly included in the computer, 
wherein an operation of the processor and the fan assembly causes the heat generation 
and the noise generation (Figure 2 illustrates said elements with a cooling mechanism, 
resulting in noise and heat generation, COL. 3, lines 20 - 40). 



Response to Arguments 

19. Applicant's arguments filed 1/05/2009 have been fully considered but they are 
not persuasive. The Applicant has argued that "The USPTO clearly cannot establish a 
prima facie case of obviousness in connection with the amended claims for the following 
reasons: 35 U.S.C. §1 03(a) provides that: [a] patent may not be obtained. .. if the 
differences between the subject matter sought to be patented and the prior art are such 
that the subject matter as a whole would have been obvious at the time the invention 
was made to a person having ordinary skill in the art to which said subject matter 
pertains .... (emphasis added) Thus, when evaluating a claim for determining 
obviousness, all limitations of the claim must be evaluated. However, the references, 
alone, or in any combination, do not teach power means including (1) a power adapter 
connected to provide power to the second subsystem including the user console, 
whereby the power adapter is operable to receive an AC power input to be converted to 
various voltages as required by the user console, and (2) the second subsystem 
deriving power from the computer via a powerline of the Newcard device. The Examiner 
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asserts that Fischer provides for a power adapter to convert AC voltage to a plurality of 
voltages required by different components of the computer system. Final Office action 
dated November 5, 2008 at pg. 13. Even assuming this to be true, arguendo, this does 
not provide for the second subsystem receiving power from two places: (1) a power 
adapter and (2) from the computer via a powerline of the Newcard device as claimed. 
The Examiner states in response to Applicants previous arguments that: The NewCard, 
also known as ExpressCard, by definition, consists of two I/O buses (PCI-Express and 
USB), and power is supplied to the card by the host system via the PCI-Express and 
USB power interface/pins. Specifically, the Newcard draws 3.3 volts from the host via 
power interface of the PCI-E and/or USB power interface. For example, in case of USB 
power interface, a voltage supply is provided in a wire or 'line' as dictated by the USB 
specification. Thus, it is clear that power is derived from the computer system via a 
power line or wire of the NewCard consisting of two I/O buses, namely PCI-E bus and 
the USB bus." Office action dated Novembers, 2008 at pg. 14 and 15. Even adopting, 
arguendo, the Examiner's position that a NewCard includes an industry standard bus 
(e.g., USB), that bus includes a wire that carries a voltage (e.g., 3.3V), and that that bus 
draws the power from a host, all the claim elements have not been properly considered. 
Specifically, the claim requires a second component of the power means where the 
second subsystem derives power from the computer via a powerline of the Newcard 
device. A second subsystem deriving power from a computer via a powerline of a card 
is clearly different than a disclosure that provides merely a voltage on a wire in a bus of 
the card. The Examiner admits that the disclosure provides 'power is supplied to the 
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card by the host system.' Providing power to a card from a host also does not disclose 
providing power from a first subsystem to a second subsystem via a powerline of a card 
as claimed. Applicants also note that Fig. 2 of Sleeman relied on by the Examiner, 
illustrates a card bus connecting to a host computer, but does not illustrate such a bus 
connected to a second subsystem. Therefore, even under the Examiner's asserted 
configuration, it is not feasible for power to be supplied from the host to a second 
system via the bus, as the bus is not even connected to both a first (or host) and a 
second subsystem (see e.g., port 38 of Fig. 2, port 68 of Fig. 3). Furthermore, Sleeman 
discloses the I/O connection (port 38 of Fig. 2, port 68 of Fig. 3) provides a modem 
connection which provides no indication of providing power. Sleeman at [0028]. 
Therefore, it is impossible to render the subject matter of the claims as a whole obvious 
based on a single reference or any combination of the references, and the above 
explicit terms of the statute cannot be met. As a result, the USPTO's burden of factually 
supporting a prima. 

In response, the Examiner points to the following teaching of the prior art.. 
Sleeman supplies a computer that comprises a card that is a Newcard. 
Sleeman does not provide card details, but Saunders provides said details. 
Sleeman and Saunders does not supply details of the powering of the card, but Fisher 
supplies 

The power supply details of the card, and it includes a USB port and the USB power 
interface. 
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Sleeman's art 




Saunder's Newcard with USB and PCI Express signals (PET, PER, PERST#, and 
power supply unit 

This Newcard shows a power supply that powers subsystems such as Host chip set. 
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Saunder's Art 




Fisher details power supply system which includes USB connector, and generation of 
other power supplies, and distribution. 
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Fisher's Art 



U.S. Patent 



Aug. 30, 2005 



Sheet 2 of 4 
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Fischer is simply the use of a power adapter to convert AC voltage to a plurality of 
voltages are required by different components of the computer system. 
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Power from an AC voltage is provided to a power supply of the computer. In turn, the 
power supply converts such AC voltage source 

into a plurality of different voltages required by components such as CPU, memory, 
USB components, etc., 

inside the computer, wherein each component in a computer requires a particular 
voltage or power. 

The NewCard, also known as ExpressCard, by definition, consists of two I/O buses 
(PCI-Express and USB), and power is supplied to the card 

by the host system via the PCI-E and/or USB power interface/pins. Specifically, the 
Newcard draws 3.3 volts from the host via power interface of the PCI-E 
and/or USB power interface. 

For example, in case of USB power interface, a voltage supply is provided in a 
wire or "line" as dictated by the USB specification (Inherency argument). 
Thus, it is clear that power is derived from the computer system via a power line 
or wire of the NewCard consisting of two I/O buses, namely the PCI-E bus and 
the USB bus. 

Therefore, applicant's argument is not considered persuasive. 



Conclusion 

20. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHRISTOPHER A. DALEY whose telephone number is 
(571)272-3625. The examiner can normally be reached on 9 am. - 4p m. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Rinehart can be reached on 571 272 3632. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
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